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DETAILED ACTION 

1 . The Examiner acknowledges the amendment made to the drawing and the 
cancellation of claims 15 and 16. The Examiner also would like to indicate that claims 
10 and 1 1 were rejected under Maniwa et al. (US Patent Number 5,731 ,879) as it is 
clearly stated on page 7-8 of the office action. Thus, the Examiner believes that the 
office action was complete. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 12-14 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 12-14 recite program code instructions, do not define a "computer- 
readable medium" and is thus non-statutory for that reason. A program code instruction 
can range from paper on which the program is written, to a program simply 
contemplated and memorized by a person. The examiner suggests amending the claim 
to state, "A computer-readable medium encoded with a program code 
instruction..." in order to make the claim statutory. 



Response to Arguments 
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4. Applicant's arguments with respect to claims 10, 12, 17 and 21 have been 
considered but are moot in view of the new ground(s) of rejection. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 12-13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gardiner (US Publication Number 2004/0066523 A1). 

(1) regarding claim 12: 

As shown in figures 1-2, Gardiner discloses a program code instructions stored 
on computer readable media for controlling a print system (26, figure 1; paragraph 
[0023], lines 1-6; note that the control panel is used to control the imaging apparatus), 
said program code instructions comprising: 

a component for generating user instructions (46, figure 1; paragraph [0032], 
lines 5-7) describing to a user of said print system an orientation for entering a set of 
media sheets into an input tray of a printer device for printing a print job (paragraph 
[0033], lines 2-15); and 
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a component for automatically activating printing of said user instructions prior to 
completion of printing of said print job on said media sheets (paragraph [0033], lines 10- 
15). 

(2) regarding claim 13: 

Gardiner further discloses the program code instructions stored on computer 
readable media as claimed in claim 12, configured so as to print said user instructions 
on a separate sheet of media which is additional to a set of media sheets used for 
printing of a document as a print job (paragraph [0033], lines 6-9; note that user 
instruction is generated following the first side imaging i.e. in a different set of sheet 
paragraph [0033], lines 13-15). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-3, 6-7, 10-11 and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Maniwa et al. (US Patent Number 5,731,879) and in view of Gardiner 
(US Publication Number 2004/0066523 A1 ). 
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(1) regarding claim 1: 

As shown in figures 1-9 Maniwa et al. disclose a method of printing double sided 
documents on a printer device (column 2, lines 32-39; note that images are printed on 
duplex surface of each form), said method comprising: 

printing at least one first side of at least one media sheet in a single operation 
(column 1 1 , lines 8-9; note that an image is formed on one surface of printing paper); 

instructing a user to introduce said at least one media sheet into said printer 
device (column 1 1 , lines 10-22; note that paper is fed from a paper feed tray by a drum); 
and 

printing at least one second side of said at least one media sheet (column 1 1 , 
lines 22-25; note that image is printed on one surface of printing pager). 

Maniwa et al. disclose all of the subject matter as described as above except for 
printing a set of user instructions. 

However, Gardiner teaches printing a set of user instructions (paragraph [0033], 
lines 1-15). 

Maniwa et al. and Gardiner are combinable because they are from the same field 
of endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to print a set of user instructions. The suggestion/motivation for 
doing so would have been that it would be easier to organize and to have a reliable 
device. Therefore, it would have been obvious to combine Maniwa et al. with Gardiner 
to obtain the invention as specified in claim 1 . 
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(2) regarding claim 2: 

Maniwa et al. further disclose a method of printing double sided documents on a 
printer device (column 2, lines 32-39), said method comprising: 

formatting said document into a form suitable for printing onto first sides of a 
plurality of media sheets in a single operation (column 5, lines 18-22; note that the print 
data gets converted to PDL in order to make it suitable for printing); 

Maniwa et al. disclose all of the subject matter as described as above except for 
generating a set of user instructions for instructing a human user to manipulate said 
plurality of media sheets and enter said sheets into said printer. 

However, Gardiner teaches generating a set of user instructions (46, figure 1 ; 
paragraph [0032], lines 5-7) for instructing a human user to manipulate said plurality of 
media sheets and enter said sheets into said printer (paragraph [0033], lines 2-1 5). 

Maniwa et al. and Gardiner are combinable because they are from the same field 
of endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to generate a set of user instructions for instructing a human user 
to manipulate said plurality of media sheets and enter said sheets into said printer. The 
suggestion/motivation for doing so would have been that it would be easier to organize 
and to have a reliable device. Therefore, it would have been obvious to combine 
Maniwa et al. with Gardiner to obtain the invention as specified in claim 2. 



(3) regarding claim 3: 
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Maniwa et al. further disclose the method as claimed in claim 2, further 
comprising: 

formatting said document into a form suitable for printing onto a set of second 
sides of said plurality of media sheets (column 5, lines 18-22; note that the print data 
gets converted to PDL in order to make it suitable for printing even if the page is in the 
first side or second side); and 

printing said document onto said set of second sides of said plurality of media 
sheets (column 11, lines 27-28). 

(6) regarding claim 6: 

Maniwa et al. further disclose a printing system comprising: 
a computer entity capable of generating a print job (column 3, line 59-column 4, 
line 18); 

a printer device for printing a plurality of sheets of print media according to said 
print job (column 12, lines 46-57); 

said printing system operable for: printing first sides of a set of said print media 
sheets (column 12, lines 44-45); and 

entering said set of printed print media sheets into said printer device for printing 
second sides of said media sheets (column 12, lines 58-66). 

Maniwa et al. disclose all of the subject matter as described as above except for 
printing a set of user instructions. 
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However, Gardiner teaches printing a set of user instructions (paragraph [0033], 
lines 1-15). 

Maniwa et al. and Gardiner are combinable because they are from the same field 
of endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to print a set of user instructions. The suggestion/motivation for 
doing so would have been that it would be easier to organize and to have a reliable 
device. Therefore, it would have been obvious to combine Maniwa et al. with Gardiner 
to obtain the invention as specified in claim 6. 

(7) regarding claim 7: 

Maniwa et al. further disclose the printing system as claimed in claim 6, further 
operable for: printing said second sides of said plurality of print media sheets in 
response to a signal input by a human user (column 12, lines 58-66). 

(8) regarding claim 10: 

Maniwa et al. disclose a print job method comprising: 
arranging a plurality of pages of information in a data format comprising a 
plurality of first sides and a plurality of second sides for printing at a printer device 
(column 1 1 , lines 1 5-22; note that there are plurality of pages); and 

Maniwa et al. discloses all of the subject matter as described above except for 
specifically teaching providing instructions to a human user in a form of information data 
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printed by said printer device and describing instructions to the human user for 
orientation of a set of media sheets for entry into said printer device. 

However, Gardiner discloses providing instructions to a human user in a form of 
information data printed by said printer device (paragraph [0033], lines 13-15) and 
describing instructions to the human user for orientation of a set of media sheets for 
entry into said printer device (paragraph [0033], lines 1-15). 

Maniwa et al. and Gardiner are combinable because they are from the same field 
of endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skilled in the art to provide instructions to a human user in a form of information 
data printed by said printer device and describing instructions to the human user for 
orientation of a set of media sheets for entry into said printer device. The 
suggestion/motivation for doing so would have been to efficiently communicate with 
user. Therefore, it would have been obvious to combine Maniwa et al. with Gardiner to 
obtain the invention as specified in claim 10. 

(9) regarding claim 11: 

Maniwa et al. further discloses the print job method as claimed in claim 10, 
further comprising pausing printing of said media sheets after a print operation of a set 
of said first sides of said media sheets in response to a pause command (column 2, 
lines 52-58; note that print job is stopped when the number of sheets exceed the 
allowable sheets stocked in tray). 
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(10) regarding claim 17: 

Maniwa et al. further disclose a printing system operable for: 
printing first sides of a set of print media sheets (column 12, lines 44-45); and 
Maniwa et al. disclose all of the subject matter as described as above except for 
specifically teaching printing a set of user instructions describing to a user how to enter 
said set of printed print media sheets into a printer device for printing second sides of 
said media sheets. 

However, Gardiner discloses printing a set of user instructions describing to a 
user how to enter said set of printed print media sheets into a printer device for printing 
second sides of said media sheets (paragraph [0033], lines 1-5; paragraph [0034], lines 
1-5). 

Maniwa et al. and Gardiner are combinable because they are from the same field 
of endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skilled in the art to print a set of user instructions describing to a user how to 
enter said set of printed print media sheets into a printer device for printing second 
sides of said media sheets. The suggestion/motivation for doing so would have been to 
efficiently communicate with user. Therefore, it would have been obvious to combine 
Maniwa et al. with Gardiner to obtain the invention as specified in claim 17. 

(11) regarding claim 18: 

Maniwa et al. further disclose the printing system as claimed in claim 17, further 
operable for: 
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printing said second sides of said plurality of print media sheets in response to a 
signal activated by a human user (column 12, lines 58-66). 

9. Claims 4-5 and 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Maniwa et al. (US Patent Number 5,731,879) and Gardiner (US Publication 
Number 2004/0066523 A1) as applied to claims 2 and 6 and further in view of Moritani 
(US Patent Number 6,415,115 B1) 

(1) regarding claim 4: 

Maniwa et al. further disclose the method as claimed in claim 2, comprising: 

printing said document onto a set of second sides of said plurality of media 
sheets (column 11, lines 27-28); and 

Maniwa et al. and Gardiner disclose all of the subject matter as described as 
above except for teaching to activate said printing of said second sides in response to a 
user command input via a user interface of said printer device. 

However, Moritani teaches to activate said printing of said second sides in 
response to a user command input via a user interface of said printer device (column 5, 
lines 23-27; note that the interface controls the status of the input header). 

Maniwa et al. and Gardiner and Moritani are combinable because they are from 
the same field of endeavor. At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to activate said printing of said second sides in 
response to a user command input via a user interface of said printer device. The 
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suggestion/motivation for doing so would have been that it would be efficient. Therefore, 
it would have been obvious to combine Maniwa et al. and Gardiner with Moritani to 
obtain the invention as specified in claim 4. 

(2) regarding claim 5: 

Maniwa et al. further disclose the method as claimed in claim 2, comprising: 
printing said document onto a set of second sides of said plurality of media sheets 
(column 1 1 , lines 27-28); and 

Maniwa et al. and Gardiner disclose all of the subject matter as described as 
above except for to activate printing of said set of second sides in response to an 
activation signal input via a user interface at a computer entity. 

However, Moritani teaches to activate printing of said set of second sides in 
response to an activation signal input via a user interface at a computer entity (column 
1 , lines 29-36; note that a computer device or a terminal device is used to prepare a 
document with single or double-side printing pages). 

Maniwa et al. and Gardiner and Moritani are combinable because they are from 
the same field of endeavor. At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to activate printing of said set of second sides in 
response to an activation signal input via a user interface at a computer entity. The 
suggestion/motivation for doing so would have been that it would be efficient enough for 
user to modify changes at user's computer terminal than the printer. Therefore, it would 
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have been obvious to combine Maniwa et al. and Gardiner with Moritani to obtain the 
invention as specified in claim 5. 



(3) regarding claim 8: 

Maniwa et al. further disclose the printing system as claimed in claim 6, further 
operable for: 

printing said second sides of said plurality of print media sheets in response to a 
signal input by a human user (column 12, lines 58-66). 

Maniwa et al. and Gardiner disclose all of the subject matter as described above 
except for teaching wherein said input signal is input via a graphical user interface. 

However, Moritani teaches wherein said input signal is input via a graphical user 
interface (column 3, lines 48-50; note that the image forming apparatus comprises an 
interface for transmitting/receiving an operation control signal). 

Maniwa et al. and Gardiner and Moritani are combinable because they are from 
the same field of endeavor. At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art wherein said input signal is input via a graphical user 
interface. The suggestion/motivation for doing so would have been that it would be for 
effectively control the selections. Therefore, it would have been obvious to combine 
Maniwa et al. and Gardiner with Moritani to obtain the invention as specified in claim 8. 



(4) regarding claim 9: 
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Maniwa et al. further discloses the printing system as claimed in claim 6, further 
operable for: 

printing said second sides of said plurality of print media sheets in response to a 
signal input by a human user (column 12, lines 58-66). 

Maniwa et al. and Gardiner disclose all of the subject matter as described above 
except for teaching wherein said input signal is received via a printer user interface 
positioned on said printer device. 

However, Moritani discloses an image forming apparatus wherein said input 
signal is received via a printer user interface positioned on said printer device (column 
3, lines 47-53). 

Maniwa et al. and Gardiner and Moritani are combinable because they are from 
the same field of endeavor. At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art wherein said input signal is received via a printer user 
interface positioned on said printer device. The suggestion/motivation for doing so 
would have been that it would be for effectively control the printing device. Therefore, it 
would have been obvious to combine Maniwa et al. and Gardiner with Moritani to obtain 
the invention as specified in claim 9. 

10. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gardiner 
(US Publication Number 2004/0066523 A1) as applied to claim 12 above, and further in 
view of Moritani (US Patent Number 6,415,1 15 B1). 
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(1) regarding claim 14: 

Gardiner discloses all of the subject matter as described as above except fro 
specifically teaching further discloses the program code instructions stored on computer 
readable media as claimed in claim 12, operable for printing said user instructions on a 
same media sheet as used for printing a document sent for printing. 

However, Moritani discloses the program code instructions stored on computer 
readable media as claimed in claim 12, operable for printing said user instructions on a 
same media sheet as used for printing a document sent for printing (column 6, line 60- 
column 7, line 3). 

Gardiner and Moritani are combinable because they are from the same field of 
endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skilled in the art to printing said user instructions on a same media sheet as 
used for printing a document sent for printing. The suggestion/motivation for doing so 
would have been to efficiently utilize printing resources and save extra paper. 
Therefore, it would have been obvious to combine Gardiner with Moritani to obtain the 
invention as specified in claim 14. 

11. Claims 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moritani (US Patent Number 6,415,115 B1) and in view of Gardiner (US Publication 
Number 2004/0066523 A1). 



(4) regarding claim 19: 
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Moritani further discloses a method for printing two sided documents (column 2, 
lines 46-50), said method comprising: 

formatting a plurality of document pages in a form suitable for printing on a 
plurality of sheets of print media (column 3, lines 8-15); 

printing first sides of said plurality of sheet media with said document (column 5, 
lines 44-48); 

manipulating said plurality of sheets of media in accordance with said set of 
printed instructions (column 5, lines 21-27); 

placing said set of media sheets into an input tray of a printer device (column 5, 
lines 33-34); and 

printing second sides of said plurality of media sheets with said document 
(column 5, lines 49-51). 

Moritani discloses all of the subject matter as described as above except for 
specifically teaching printing instructions for handling of said plurality of sheets of media. 

However, Gardiner teaches printing instructions for handling of said plurality of 
sheets of media (paragraph [0033], lines 1-15). 

Moritani and Gardiner are combinable because they are from the same field of 
endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skilled in the art to instructions for handling of said plurality of sheets of media. 
The suggestion/motivation for doing so would have been to efficiently utilize and save 
memory (paragraph [0013], lines 1-5). Therefore, it would have been obvious to 
combine Moritani with Gardiner to obtain the invention as specified in claim 19. 
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(5) regarding claim 20: 

Moritani further discloses a method of sending a print job for double sided 
printing on a printer device (column 2, lines 46-50), said method comprising: 

sending an DUPLEX ON instruction signal to said printer device (column 6, lines 
40-43), indicating a duplex printing mode (column 6, lines 40-43; note that the double- 
side printing mode gets set); sending a user instruction for instructing a user to 
manipulate at least one media sheet at said printer device (column 7, lines 4-8; note 
that printing gets performed in the fed sheets); and 

sending a document file to said printer device for printing (column 6, lines 40-43; 
note that the print job gets printed). 

Moritani discloses all of the subject matter as described as above except for 
specifically teaching to send a user instruction for instructing a user to manipulate at 
least one media sheet at said printer device. 

However, Gardiner teaches sending a user instruction for instructing a user to 
manipulate at least one media sheet at said printer device (paragraph [0033], lines 1- 
15). 

Moritani and Gardiner are combinable because they are from the same field of 
endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skilled in the art to send a user instruction for instructing a usej to manipulate 
at least one media sheet at said printer device. The suggestion/motivation for doing so 
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would have been to efficiently continue the printing by notifying the user. Therefore, it 
would have been obvious to combine Moritani with Gardiner to obtain the invention as 
specified in claim 20. 

(6) regarding claim 21: 

Moritani further discloses a method of printing a received print job for double 
sided printing of a document on a printer device (column 2, lines 46-50), said method 
comprising: 

receiving a document file at said printer device (column 1 , lines 47-49), said 
document file comprising a set of consecutive pages (column 5, lines 38-43); 

receiving a DUPLEX ON instruction signal at said printer device (column 6, lines 40- 
43), instructing said printer device to adopt an interrupted printing mode for printing 
said a document (column 3, lines 3-7; note that the sequential process is considered 
as the change of mode from single to double-side printing); 

in response to said DUPLEX ON instruction printing a first set of pages of said 
document on first sides of said media sheets (column 5, lines 44-48); 

receiving a user readable instruction instructing a user to manipulate at least one 
media sheet at said printer device (column 5, lines 21-27); 

printing a second set of pages of said document on second sides of said media 
sheets (column 5, lines 49-51), said second set of sides being alternating with said first 
set of sides (column 5, lines 37-43). 



Application/Control Number: Page 19 

10/677,863 

Art Unit: 2625 

Moritani disclose all of the subject matter as described as above except for 
specifically teaching to print user readable instructions instructing on at least one media 
sheet for use by a human user of the printer device. 

However, Gardiner discloses printing user readable instructions instructing on at 
least one media sheet for use by a human user of the printer device (paragraph [0033], 
lines 13-15). 

Moritani and Gardiner are combinable because they are from the same field of 
endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skilled in the art to print user readable instructions instructing on at least one 
media sheet for use by a human user of the printer device. The suggestion/motivation 
for doing so would have been to efficiently communicate with user. Therefore, it would 
have been obvious to combine Moritani with Gardiner to obtain the invention as 
specified in claim 21. 

(7) regarding claim 22: 

Moritani discloses all of the subject matter as described as above except for 
specifically teaching wherein the instructions printed for handing of said plurality of 
sheets of media are instructions printed in a human-readable form on sheet media by 
said printer device. 

However, Gardiner discloses wherein the instructions printed for handing of said 
plurality of sheets of media are instructions printed in a human-readable form on sheet 
media by said printer device (paragraph [0033], lines 13-15). 
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Moritani and Gardiner are combinable because they are from the same field of 
endeavor. At the time of the invention, it would have been obvious to a person of 
ordinary skilled in the art wherein the instructions printed for handing of said plurality of 
sheets of media are instructions printed in a human-readable form on sheet media by 
said printer device. The suggestion/motivation for doing so would have been to 
efficiently communicate with user. Therefore, it would have been obvious to combine 
Moritani with Gardiner to obtain the invention as specified in claim 22. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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1 3. Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Hilina Kassa whose telephone number is (571) 270- 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Lamb could be reached at (571) 272- 7406. 
Any response to this action should be mailed to: 



Or faxed to: 

(703) 872-9314 (for Technology Center 2600 only) Hand-delivered responses 
should be brought to Crystal Park II, 2121 Crystal Drive, Arlington, VA, Sixth Floor 
(Receptionist). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Technology Center 2600 Customer Service Office 
whose telephone number is (703) 306-0377. 



1676. 
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